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THE REPLY FILED 21 November 2007 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1. The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 
this application, applicant must timely file one of the following replies: (1) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Not ice of Appeal (with appeal fee) in compliance with 37 CFR 41.31; or 
(3) a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the 
following time periods: 

a) The period for rep[yexpires3_months from the mailing date of the final rejection. 

b) D The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is late©. In r 

event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN OVV 

MONTHS OF THE FINAL REJECTION. See MPEP 706.07(0- 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee have 
been filed is the date for purposes of determinindpe period of extension and the corresponding amount of the fee. The appropriate extension fee under 37 
CFR 1 .17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or ^tferth in (b) 
above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 
NOTICE OF APPEAL 

2. CDThe Notice of Appeal was filed on . A brief in compliance with 37 CFR 41.37 must be filed within two months of the date 

of filing the Notice of Appeal (37 CFR 41.37(a)), or any extension thereof (37 CFR 41.37(e)), to avoid dismissal of the appeal. 
Since a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) ^ They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) \3 They raise the issue of new matter (see NOTE below); 

(c) ^ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) CD They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: See attachment . (See 37 CFR 1.116 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling 

the non-allowable claim(s). 

7. For purposes of appeal, the proposed amendment(s): a) ^ will not be entered, or b) □ will be entered and an explanation of 
how the new or amended claims would be rejected is provided below or appended. 

The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: 22 and 24-42 . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE ' 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will not be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary 
and was not earlier presented. See 37 CFR 1.116(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will not be 

entered because the affidavit or other evidence failed to overcome all rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

10. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

11. □ The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s). 

13. □ Other: . 
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ADVISORY ACTION 

1 . Applicant's arguments filed November 2 1 , 2007 have been fully considered but they are 
not persuasive. 

2. Applicants argued that Yoo could not be used to form or shape a mixture of carbon fibers 
and matrix material into a carbon/carbon composite material. 

First of all, a recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In this case, Yoo discloses that his 
apparatus is capable of compressing composite material at different conditions. Claims directed 
to apparatus must be distinguished from the prior art in terms of structure rather than function. In 
re Danly, 263 F. 2d 844, 847, 120 USPQ 528, 531 (CCPA 1959). "[Apparatus claims cover what 
a device is, not what a device does " Hewlett- Packard Co. v. Bausch & Lomb Inc., 909 F.2d 
1464, 1469, 15 USPQ2d 1525, 1528 (Fed Cir. 1990). (Emphasis in original). It has been held 
that a functional limitation asserted to be critical for establishing novelty may, in fact, be an 
inherent characteristic of the prior art. The applicants is required to prove that the subject matter 
shown in the prior art does not necessarily possess the characteristics relied on. In re Schreiber, 
128 F. 3d 1473, 1478, 44 USPQ 2d, 1432 (Fed Cir. 1997); See also, In re Spada, 911 F 2d 705, 
708, 15 USPQ 2d 1655, 1658 (Fed. Cir. 1977); In re Best, 562 F. 2d 1252, 1255, 195 USPQ 430, 
433 (CCPA 1977); and Ex Parte Gray, 10 USPQ 2d 1922, 1925 (Bd. Pat. App. & Int. 1989). 

Secondly, the applicants have not provided any evident to support this allegation that Yoo 
is incapable of compressing composite carbon fibers. The arguments of counsel cannot take the 
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place of evidence in the record. In re Schulze, 346 R2d 600, 602, 145 USPQ 716, 718 (CCPA 
1965); In re Geisler, 116 K3d 1465, 43 USPQ2d 1362 (Fed Cir. 1997). 

Thirdly, Yoo discloses that the apparatus is operated at a shear force of 5-50MPa and the 
axial pressure of less than 1 to 2,000 MPa, and that beside compressing powder material, the 
apparatus could also be used to repair a damaged or worn substrate of part, coat a particle onto a 
substrate, and grow crystals of particle material (see abstract). One of ordinary skilled in the art 
would have recognized that when the apparatus is operated at less than IMPa it would not have 
the same effect as it would as 2,0OOMPa. Also, depending on different applications that one of 
ordinary skilled in the art would vary the operating conditions so that the apparatus could be used 
for different purposes. In the case of compressing carbon fibers composite material, the press 
can be operated at a very low shear force that it would not effect the structure of the fibers, as in 
the case of growing crystals or coating a particle onto to substrate. 

Next, the combination of Yoo and Harada et al has disclosed all the claimed structures as 
described in the previous Office Action, and the applicants did not argue otherwise, there is no 
evident provided by the applicants that the claimed apparatus structure would not result in 
rupture of carbon fibers as alleged by the applicants, as in the case of Yoo. 

Finally, even if the carbon fibers are ruptured when using Yoo's apparatus as alleged by 
the applicants it would still capable of compressing the alleged ruptured material into a final 
compressed product. Therefore, the stage or the condition of the pre-compressing material 
would not affect the structure or the operation of the apparatus. "Expressions relating the 
apparatus to contents thereof during an intended operation are of no significance in determining 
patentability of the apparatus claim." Ex parte Thibault, 164 USPQ 666, 667 (Bd. App. 1969). 
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Furthermore, "inclusion of material or article worked upon by a structure being claimed does not 
impart patentability to the claims." In re Young, 75 F.2d *>99tf<, 25 USPQ 69 (CCPA 1935) (as 
restated in In re Otto, 312 F.2d 937 \ 136 USPQ 458, 459 (CCPA 1963)). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thu Khanh T. Nguyen whose telephone number is 571-272-1 136. 
The examiner can normally be reached on Monday- Friday, 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gupta Yogendra can be reached on 571-272-13 16. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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12/05/07 



